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DETAILED ACTION 

Response to Amendment 
Continued Examination Under 37 CFR 1.114 

A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1 .1 7(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 
7/21/2008 has been entered. 

Specification 

The amendments to the specification filed on 7/21/2008 have been 
acknowledged and accepted. 

Drawings 

The drawings are objected to under 37 CFR 1 .83(a). The drawings must show 
every feature of the invention specified in the claims. Therefore, the "active electrode 
surface consisting of a hemispherical geometry" must be shown or the feature(s) 
canceled from the claim(s). No new matter should be entered. 

Corrected drawing sheets in compliance with 37 CFR 1.121(d) are required in 
reply to the Office action to avoid abandonment of the application. Any amended 
replacement drawing sheet should include all of the figures appearing on the immediate 
prior version of the sheet, even if only one figure is being amended. The figure or figure 
number of an amended drawing should not be labeled as "amended." If a drawing figure 
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is to be canceled, the appropriate figure must be removed from the replacement sheet, 
and where necessary, the remaining figures must be renumbered and appropriate 
changes made to the brief description of the several views of the drawings for 
consistency. Additional replacement sheets may be necessary to show the renumbering 
of the remaining figures. Each drawing sheet submitted after the filing date of an 
application must be labeled in the top margin as either "Replacement Sheet" or "New 
Sheet" pursuant to 37 CFR 1.121(d). If the changes are not accepted by the examiner, 
the applicant will be notified and informed of any required corrective action in the next 
Office action. The objection to the drawings will not be held in abeyance. 

Claim Rejections - 35 USC § 103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

Claims 54-56 and 59-70 are rejected under 35 U.S.C. 103(a) as being 

unpatentable over Bales et al. (4,682,596). See Figure 3 and the respective portions of 
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the specification. Bales et al. teach a surgical instrument for applying high-frequency 
electrical energy to tissue at a target site comprising a shaft (84), a hemispherical 
shaped electrode terminal (86), an annular return electrode (90) spaced proximally from 
the hemispherical-shaped electrode, the return electrode having a surface area 
substantially larger than that of the electrode terminal, an electrically conductive fluid 
supply (deionized water), a connector (94,92) extending from the electrode terminal to 
the proximal end of the shaft and an electrically conducting electrode support (88) that 
can be made of either ceramic or glass (See Column 7, lines 10-16). Bales et al. also 
disclose a voltage supply configured to supply voltage to the electrode terminals. Bales 
et al. do not disclose the surface area of the tissue treatment surface. However, these 
parameters are deemed matters of design choice, well within the skill of the ordinary 
artisan, obtained through routine experimentation in determining optimum results. 

Bales et al. also does not disclose to include an electrically conductive fluid 
wherein the electrical conductivity is at least 0.2 mS/cm, but because the Applicant has 
not stated in the instant specification that this particular conductivity works better than 
other electrical conductivity this limitation is also being treated as a matter of design 
choice. Therefore, the Applicant is merely claiming an electrically conductive fluid 
supply. The Examiner notes that Bales discloses using deoinized water, which will have 
at least some electrical conductivity. Absent any evidence to the contrary, this will 
remain the Examiner's position. 

The examiner maintains that Bales discloses an electrode with a hemispherical 
geometry. It is unclear as to what difference there is between an electrode "comprising 
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a hemispherical geometry" and an electrode "consisting of a hemispherical geometry". 
However, the examiner maintains that the difference, if any, does not result in a 
patentable difference. Furthermore, the specification does not describe any advantage 
of a hemispherical geometry over any other geometry and furthermore appears to 
support the position that the shape is not critical to the invention. See at least paragraph 
[0057]. For these reasons, the examiner maintains that the "consisting of a 
hemispherical geometry" limitation is design choice consideration and fails to patentably 
distinguish over the prior art. 

Claims 57-58 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Bales et al. (4,682,596) in view of Herczog et al. (GB 2037167). Bales et al. teach all of 
the limitations of the claims except for explicitly reciting that the shaft has a bent 
configuration. Herczog et al. teach a bent configuration in the distal portion of the shaft. 
It would have been obvious to one of ordinary skill in the at the time of invention to 
modify the shaft of Bales et al. with the bent configuration taught by Herczog et al. for 
the well known purpose of providing for a transverse treatment location for structures 
parallel to the device. 

Claims 54-70 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Auth et al. (4,532,924). Auth discloses a surgical instrument for applying high frequency 
electrical energy to tissue at a target site comprising a shaft (24) having a proximal end 
and a distal end, an electrode terminal (22) having an active electrode surface (46, 48) 
at or near the distal end of the shaft, the active electrode surface comprising a 
substantially planar geometry that is slightly rounded at the edges, a return electrode 
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(58) in the form of an annular band, an electrode support (40) that holds the electrode 
terminal, an electrically conductive fluid supply delivering electrically conductive fluid at 
a distal end of the electrode terminal for providing a conductive path between the active 
electrode surface and the return electrode, and a connector (30) extending from the 
electrode terminal to the proximal end of the shaft. 

Auth does not disclose to include an electrically conductive fluid wherein the 
electrical conductivity is at least 0.2 mS/cm, but because the Applicant has not stated in 
the instant specification that this particular conductivity works better than other electrical 
conductivity this limitation is also being treated as a matter of design choice. Therefore, 
the Applicant is merely claiming an electrically conductive fluid supply, which Auth 
discloses. 

Auth does not specifically teach that the active electrode surface consists of a 
hemispherical geometry or that the return electrode has a surface area substantially 
larger than the electrode terminal. However, the applicant has not disclosed that either 
of these limitations provide any advantage or work better than any other configuration. 
Therefore, both limitations are deemed to be matters of design choice that fail to 
patentably distinguish over the prior art. 

Response to Arguments 

Applicant's arguments filed 7/21/2008 have been fully considered but they are 
not persuasive. In response to the applicant's argument that Bales does not teach the 
new limitations, the examiner respectfully disagrees. As stated above, it is not clear 
what the difference is between the shape as formerly recited and as currently recited. If 
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there is any difference, it is certainly a very small difference that does not pass the 
threshold for patentability. This is especially true since a hemispherical geometry 
appears to provide no advantage over any other geometry including geometries that are 
substantially different (ex., planar, disk shaped). Furthermore, the examiner maintains 
that the fluid disclosed in Bales will have some conductivity and is capable of providing 
a conductive path between the active electrode and the return electrode. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to THEODORE J. STIGELL whose telephone number is 
(571)272-8759. The examiner can normally be reached on M-F 8:30-5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Nicholas Lucchesi can be reached on 571-272-4977. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/Theodore J Stigell/ 
Examiner, Art Unit 3763 

/Nicholas D Lucchesi/ 

Supervisory Patent Examiner, Art Unit 3763 



